The opinion in support of the decision being entered
today was not witten for publication and is not
precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MARC POTI N and BERNARD LETEMP

Appeal No. 1997-3153
Appl i cation 08/ 443, 389

HEARD: AUGUST 15, 2000

Before JERRY SM TH, FLEM NG and RUGE ERO, Adnini strative
Pat ent Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 2, 3, 5-8 and 10-29,

whi ch constitute all the clainms remaining in the application.

The disclosed invention pertains to an antenna to be
incorporated into the windshield of a vehicle. The antenna is
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integrated with an electronic chip for denodulating an ultra-
hi gh frequency signal. The antenna and chip are di sposed
bet ween at | east two gl ass sheets.

Representative claim 10 is reproduced as foll ows:

10. A pane for a vehicle, conprising:

at | east two gl ass sheets separated by an internedi ate
| ayer;

an electronic chip disposed between said at |east two
gl ass sheets for at |east one of denodul ati ng and processi ng
an ultra high frequency signal

The exam ner relies on the follow ng references:

Shaw, Jr. (Shaw) 3,414,902 Dec. 03, 1968

Wen et al. (Wen) 5, 115, 245 May 19, 1992

Hahs, Jr. et al. (Hahs) 5, 235, 736 Aug. 17, 1993
(filed June 15,

1992)

Sakurai et al. (Sakurai) 3,834, 075 Apr. 20, 1989

(German patent)

Fum taka et al. (Fum taka) 4- 323905 Nov. 13, 1992
(Japanese patent abstract only)

The followi ng rejections are set forth by the exam ner:

1. dains 2, 3, 8 10-14, 16-19, 21 and 23-29 stand
rejected under 35 U . S.C. 8§ 103 as bei ng unpatentabl e over the

teachings of Fumtaka in view of Hahs and further in view of

Shaw.
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2. Caim15 stands rejected under 35 U . S.C. § 103 as
bei ng unpatent abl e over the teachings of Fumtaka in view of
Hahs and Shaw and further in view of Wen.

3. Cainms 5-7, 20 and 22 stand rejected under 35 U.S. C
8 103 as being unpatentabl e over the teachings of Fumtaka in
vi ew of Hahs and Shaw and further in view of Sakurai.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
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skill in the art the obviousness of the invention as set forth
inclainms 2, 3, 5-8 and 10-29. Accordingly, we reverse.
Despite the presence of three separate rejections as
not ed above, appellants have indicated that for purposes of
this appeal the claims will all stand or fall together as a
single group [brief, page 5]. Consistent with this indication
appel l ants have nade no separate argunents with respect to any
of the clainms on appeal. Accordingly, all the clains before

us will stand or fall together. Note In re King, 801 F.2d

1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re

Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cir. 1983).
In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
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fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. (Oobviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasi veness of

the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
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considered in this decision. Argunents which appellants could
have made but chose not to make in the brief have not been
consi dered [see 37 CFR

§ 1.192(a)].

Since appell ants have argued the clains as a single
group, we need only consider a single one of the independent
claims. W select claim1l0 as the appropriate representative
claim Wth respect to claim10, the exam ner cites Fumtaka
as teaching an antenna 3 integrated with an electronic chip 7
and formed on a glass surface. The exam ner acknow edges t hat
Fum t aka does not teach that the electronic chip 7 is a
denodul ator nor that the antenna is di sposed between two gl ass
sheets. The exam ner cites Hahs as teaching that it was known
to manufacture antennas and receivers (including denodul ators)
on the same circuit board. The exam ner determ ned that it
woul d have been obvious to replace the anplifier chip of
Fum taka with a denodul ator chip as taught by Hahs. Shaw
teaches that it was known to place vehicle antennas between
two gl ass sheets of a w ndshield. The exam ner concl uded that
it would have been obvious to the artisan to place the
Fum t aka- Hahs ant enna and denodul ator between two gl ass sheets
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of a windshield as taught by Shaw [final rejection, pages 4-
5].

Appel l ants argue that the applied prior art does not
teach the essential feature of each of the independent clains
relating to a structure of an antenna utilized for a vehicle
whi ch includes an electronic chip connected to said antenna
for denodul ating a signal received by the antenna. Appellants
assert that it is critical that the denodul ator be | ocated at
t he antenna so that the coaxial cable of Fum taka can be
elimnated. Appellants also argue that Hahs nounts an entire
receiver with the antenna, whereas the clainmed invention only
nmounts a denodul ator with the antenna. Wth respect to Shaw,
appel l ants argue that Shaw s antenna cannot be used for ulta-
hi gh frequency signals. Finally, appellants argue that there
is no notivation for conbining the teachings of Fum taka, Hahs
and Shaw absent an inproper attenpt to reconstruct the
invention in hindsight [brief, pages 5-11; reply brief].

After a careful review of the conplete record in this
application, we agree with the position argued by appel |l ants.
Al t hough the invention of representative, independent claim 10
is drafted very broadly, we are conpelled to concl ude that
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even that broad invention would not have been suggested by the
applied prior art within the meaning of 35 U.S.C. § 103.

The essence of claim10 is that the invention conprises
an electronic chip for denodul ating an ultra-high frequency
di sposed between at |east two gl ass sheets. The prior art
applied by the exam ner provides evidence that it was known to
pl ace small wire antennas between the gl ass sheets of a
vehi cl e wi ndshield (Shaw), and that it was known that a
printed circuit board having an anplifier could be attached to
an antenna on a vehicle w ndshield (Fumtaka). Neither Shaw
nor Fum taka suggests that an electronic chip for denodul ating
an ultra-high frequency signal could be | ocated on the vehicle
wi ndshi el d.

The only reference which relates an antenna and a
denodul ator on the sane circuit chip is Hahs. Hahs teaches
that small antennas and receivers can be manufactured on a
single circuit chip for use in devices such as pagers. Since
a receiver must contain a denodul ator as a portion thereof,
t he exam ner uses Hahs to teach that an antenna and a
denodul at or were bei ng manufactured on the sane circuit chip.
The exam ner proposes to nodify the antenna and anplifier of
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Fum taka with an antenna and receiver (including the
denodul ator) as taught by Hahs.

The problemw th the examner’s analysis is that there is
no evidence on this record that a receiver or a denodul ator
coul d operatively be | ocated between the glass sheets of a
wi ndshi el d, and we cannot find a valid reason why the artisan
woul d pl ace a receiver between two sheets of glass on a
vehi cl e wi ndshield. Although claim 10 does not specifically
recite a vehicle windshield, the nodification of Fumtaka
proposed by the exam ner would require the artisan to place a
recei ver for a vehicle between the sheets of glass on the
vehi cl e wi ndshield. The conclusion is inescapable that the
artisan would find no notivation for placing a receiver in the
wi ndshield of a vehicle. The clainmed invention can only
result froman inproper attenpt to reconstruct the invention
i n hindsight.

In summary, we can find no proper notivation for
conbi ning the teachings of Fum taka, Hahs and Shaw in the
manner proposed by the exam ner to support the rejection. The
additional citations of Wen and Sakurai do not overcone the
deficiencies in the basic conbination discussed above.
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Therefore, the decision of the exam ner rejecting clains 2, 3,

5-8 and 10-29 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge

JS/ ki
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ol on, Spivak, Mdelland
Mai er & Neust adt

Fourth Fl oor

1755 Jefferson Davis H ghway
Arlington, VA 22202
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